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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: Boehm, ct ai. 



In re the Application of: 



) 

) Group Art Unit: 1.621 
) 

) Examiner: Killos, Paul J. 
) 



RECEIVED 

CENTRAL RAX CENTER 

APR" 2 1 2004 



Serial No.: 08/479,920 



Filed: June 7, 1995 



) 



For: COMPOUNDS HAVING ' 

SELECTIVE ACTIVITY FOR J 
RETINOID X RECEPTORS, AND 

MEANS FOR MODULATION OF { 

PROCESSES MEDIATED BY ' 

RETINOID X RECEPTORS * 



PETITION TO WITHDRAW HOLDING OF ABANDONMENT UNDER 37 C.F.R. S 1.181 



Mail Stop Petition 
Commissioner for Patents 
P.O.Box 1450 
Alexandria, VA 223 1 3- 1450 



Applicants hereby petition under 37 C.F.R. § 181 to withdraw the holding of abandonment. 



I hereby certify that this paper mlong with any referred u> as being attached or enclosed) is being deposited with the United States Postal Service on the 
date shown bcUnv »vith sufficient postage as I trst Class Mail in an envelope addressed to Mall Slop Petition. Commissioner for Patents P O Box 
1450. Alexandria, VA. 223U-I45f>. 



Dear Sir: 



Applicants respectfully submit that the holding of abandonment is in error. 



CERTIFICATE OH MAILING 
(37C.F.R. $J.8e) 



Date of Deposit 
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Patent 

45026.00065.CONl 
(formerly 0151 10.0065.CON1) 

A Notice of Abandonment for this case was mailed On May 6 ? 1999. In an interview on 
August 10, 1999, the Examiner recognized that the Notice of Abandonment had been issued in error 
and agreed to revive the case. That agreement is evidenced in the Interview Summary Record. As is 
discussed below, it appears that that Interview Summary Record was misplaced within the Patent 
Office file. Whatever the reason, the Patent Office failed to revive the application, as it had agreed 
to do in the interview. Since the time of the interview, no event has occurred to provide a basis for 
holding the application abandoned and no.additional Notice of Abandonment has been received by 
the Applicants, Thus, the holding of abandonment should be withdrawn and die application should 
be held as pending. Moreover, an Amendment filed August 10, 1 999, the same day as the interview, 
placed the Application in condition for allowance. Thus, Applicants respectfully request that the 
Application be allowed. 

Background 

On July 28, 1998, Applicants received a Notice of Allowability allowing claims 33-37 and 
39-48, Payment of a $1320.00 issue fee was due on October 28, 1998. On October 14, 1 998, 
Applicants filed a Petition Pursuant to 37 C.F.R. § 1 .3 1 3(a) to Withdraw Application From Issuance, 
along with the appropriate petition fee of $130,00 (copy enclosed). Applicants noted in that Petition 
that the ''claims of the application contain interfering subject matter with the claims of issued U.S. 
Patent No. 5,466,861 ..." and further noted that a request for interference would be filed separately. 
That October 14, 1 998 filing was adequate to withdraw the case from issuance as potential 

SAN/720S2.3 _2- 
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interference provides "good and sufficient reasons why withdrawal of the application from issue is 
necessary." See 37 C.F.R. § 13 1 3(a). 

Inspection of the Patent Office file history of the Application (obtained through a third-party 
service, DigiPat, Arlington VA) showed that Applicants' Rule 3 1 3(a) Petition was not in the file and 
was not recorded in the application "Contents " Notwithstanding Applicants' request for withdrawal 
from issuance, the application was mistakenly abandoned by the U.S. Patent Office, as evidenced by 
the "Notice of Abandonment" mailed on May 6 ? 1999. According to the notice, the application was 
considered abandoned for failure to pay the issue fee. 

Upon receipt of the Notice of Abandonment, Applicants promptly contacted Examiner Killos 
and confirmed that the abandonment was issued in error. Examiner Killos agreed to correct the 
mistake and act on the application. On August 10, 1999, Applicants conducted an in-person 
interview with Examiner Killos, which is memorialized in the Examiner Interview Summary Record 
(copy enclosed). That Interview Summary Record confinns thai the application should not have 
been abandoned. See id (providing Examiner's comments: "Case to be revived/'). 

Applicants note that this Interview Summary Record appears to have been misfiled by the 
Patent Office, which may account for the lack of follow-up. When Applicants obtained a copy of 
the file history, the Interview Summary Record was notably absent from the Contents listing. Upon 
careful examination of the file, however, the August 10, 1999 Interview Summary Record.was found 
between an Interview Summary Record dated January 8, 1997 (paper No. 10) and an Office Action 
dated February 24, 1 997 (paper No. 1 1 ). Perhaps that misfiling of the August 10, 1 999 Interview 
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Summary Record, along with the failure to assign a Paper Number or to catalog the document in the 
Application Contents, contributed to the inadvertent failure of the Patent Office to recognize that 
abandonment had been withdravyn. 

Also on August 10, 1999, the same day as the interview, Applicants filed an Amendment 
(copy enclosed). In that Amendment, Applicants cancelled claims containing subject matter that 
potentially interfered with U.S. Patent Nos. 5,466,861 and 5,837,725 to Dawson, et al The 
remaining claims, having received a thorough examination on the merits, were thus placed in 
condition for allowance and a notice to that effect was anticipated by the Applicants. 

Applicants thereafter filed a Revocation and Grant of Power of Attorney on July 9, 2001 . 
Then, having not received any correspondence from the Patent Office following the August 1 0, 1999 
Interview and Amendment, Applicants filed a Status Inquiry on November 26, 2001. The Patent 
Office did not respond to that Status Inquiry. Applicants filed another Revocation and Grant of 
Power of Attorney on November 1, 2002 and, having not received a response to the Status Inquiry 
filed November 26, 2001, Applicants inquired as to the status of the application using the Patent 
Application Information Retrieval (PAIR) system. 

Applicants were surprised to learn that as of July 24, 2003, according to the PAIR system, 
the last four entries in die file history, were: 

(1) Item Number 27 - Mail Notice of Allowance July 28, 1998; 

(2) Item Number 28 - Abandonment for Failure to Pay Issue Fee, May 6 ? 1 999; 



SAN.T20B2.3 _4_ 
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(3) Hem Number 29 - Mail Notice of Abandonment from Publications, May 6, 1 999; 
and 

(4) Item Number 30 - Correspondence Address Change, November 25, 2000. 

Thus, the PAIR system and File History for the application do not reflect a number of 
documents filed by Applicants and/or recorded by the Examiner in this case. Specifically: 

(1) the Examiner Interview Summary Record dated August 10, 1999, was found in 
the Patent Office file, but not in the expected location and not indexed in either the 
file history contents or the PAIR system; 

(2) the Amendment filed by the Applicants on August 10, 1999, is absent from 
Patent Office records; and 

(3) the Petition Pursuant to 37 C.F.R. § 1.313(a) to Withdraw Application From 
Issuance, filed on October 1 4 t 1 998, is neither present in the file history nor indexed 
in either the file history contents or PAIR system records. 

Conclusion 

Applicants respectfully submit that Patent Office error in misplacing or misfiling the 
documents listed above mistakenly resulted in failure to withdraw the holding of abandonment 
Further, Applicants respectfully submit that the two documents dated August 10, 1999 (/.*.. item (1) 
the Examiner Interview Summary Record, and (2) the Amendment) demonstrate that the Patent 
Office acknowledged that the application was mistakenly deemed abandoned and agreed to 
withdraw the holding of abandonment. Since August 10, 1999, no event has occurred that provides 
a statutory basis for abandonment. Moreover, Applicants have not received a Notice of 
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Abandonment other than the original Notice mailed May 6, 1999, which the Examiner agreed to 



Accordingly, Applicants hereby petition under 37 CF.R. § 1.181 to withdraw the holding of 
abandonment. Applicant provides the required petition fee of $130.00 under 37 C.F.R. § 1 .17(h). 
If any additional fee is due, the Commissioner is hereby authorized to charge any fee 
required by this submission lo our Deposit Account No. 50-26] 3. 



PAUL HASTINGS JANOFSKY & WALKER LLP 
12390 El Camino Real 
San Diego, CA 92130 
Phone: (858)720-2500 
Fax: (858) 720-2555 



withdraw. 



Respectfully submitted, 



PAUL HASTINGS JANOFSKY & WALKER LLP 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Application of: 

BOEHMetaL 
Serial No.: 08/479,920 
Filed: June 7, 1995 

For:. COMPOUNDS HAVING SELECTIVE 
ACTIVITY FOR RETINOID X 
RECEPTORS, AND MEANS FOR 
MODULATION OF PROCESSES 
. MEDIATED BY RETINOID X 
RECEPTORS 



Ait Unit: 1621 
Ex^minter KilIos,P. 



PETITION PURSUANT TO 37 CFR § 1313(a) 
TO WITHDRAW APPLICATION FROM ISSUANCE 



PATENT 
214/226 



Box Issue Fee 

c/o Technology Center 3700 
U.S, Patent and Trademark Office 
Washington, D.C 20231 

Sir: ' 

Pursuant to 37 CFR § 1.313(a), applicants of the above-identified patent application hereby 
petition and request withdrawal from issuance of the application, for which applicants have 
receivefl a Notice of Allowance and Issue Fee Due dated July 28, 1998. 



LA-S4680.1 

~~ ~ CERTIFICATE OF MAILING : 

(37CJFJL§1.10) 

I hereby certify tbat this paper (along with any referred to as being attached or enclosed) is being deposited with the 
United States Postal Service on the date shown below with sufficient postage as 'Express Mail Post Office To 
Addressee 1 in an envelope addressed to the Box Issue Fee, c/o Technology Center 3700, U.S. Patent and Trademark 
Office, Washington, D.C 20231. ^ 

EM3Simifi7m ' ; Rick Moreno 

Express Mail Label No. Name of Person Mailing Paper 

October 14,1908 * 1Uj<U K^^q 
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The reason why withdrawal of the application i$ necessary is so that an interference can be 
declared, since the claims of this application contain interfering subject matter with the claims of 
issued U.S. Patent No. 5,466,861 (Dawson et aL). Specifically, e.g., claim 48 of this application 
corresponds nearly identically to claim 13 of Dawson et aI M U.S. Patent No, 5,466,861. 

A Request For Interference will be filed separately by applicants. 

Accompanying this petition is our check for $130,00 for the fee set forth in 37 CFR § 
1 . 17(i), The Assistant Commissioner is hereby authorized to charge any additional fees which may 
be required by this petition, or credit any overpayment, to Deposit Account No. 12-2475. 



Dated: October 14 t 1998 



Respectfully submitted, 
\ 




LYON & LYON LLP 
633 West Fifth Street 
Suite 4700 

Los Angeles, California 90071-2066 
(213)489-1600 



LA-546S0.1 
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Please acknowledge receipt of the following by affixing hereon the Patent and f 
Trademark Office date stamp and returning this card to our office. I 

BOEHM et aL ^ 
08/479,920 

COMPOUNDS HAVING SELECTIVE ACTIVITY FOR 
RETINOID X RECEPTORS, AND MEANS FOR MODULATION 
OF PROCESSES MEDIATED BY RETINOID X RECEPTORS 
June 7, 1995 

Title of Document: PETITION PURSUANT TO 37 CFR § X^13(a) TO 

WITHDRAW APPLICATION FROM ISSUANCE 

Attomey(s): Hope £* Melville 
Docket No.: 214/226 

Enclosure: Check No, 45089 - $130,00 (petition filing fee) 
i Express Mail Label No. EM35 1 173 167US Date of Deposit: Oct 14, 1998 



Applicant 
Serial No.: 
For. 



Filed: 




L YON & LYOINT 



UNION BANK OF CALIFORNIA 
LOS ANGELES, OA 90071 



16-49 
1220 



- e33 WEST FIFTH STREET. SUITE 470O 



ATTORNEYS - KT LAW 

docket no- 214/2*6 

serial no.\;o8/479;9Z0 ' 

APPUCANTaBOEHHI.ET^AL^^^^.-- K 



LOS AttGCLCS CALIFORNIA 90071 



No. 45089 



.-. . EXPLANATION 


AMOUNT 


PETITION TEE; .' ' 


.130. 





.D4T6 :• • ••.: 1 *.-:..""...'--=. $ 

...PCT^ER^^I^SB;-: 1 :. . . , 130:00 



advice: 

FORE 
CK 
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Patent No. 
214/226 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the Application of: 
BOEHM, et ai. 
Serial No.: 08/479,920 
Filed: June 7, 1 995 

For COMPOUNDS HAVING SELECTIVE 
ACTIVITY FOR RETINOID X RECEPTORS, 
AND MEANS FOR MODULATION OF 
PROCESSES MEDIATED BY RETINOID X 
RECEPTORS 



Group Art Unit: 1621 
Examiner: Killos, P. 



AMENDMENT AND REMARKS 



Assistant Commissioner for Patents 
Washington, D.C 20231 

Sir- 



Please amend the above-identified application as follows: 
IN THE CLAIMS : 

Please cancel claims 45, 46 and 48 without prejudice. Pursuant to the discussion 
with Examiner Killos at the Examiner's Interview of even date, Applicant will provide 



le a 



CERTIFICATE OF FILING 
(37CF.R;§ 1.6(c)) 



I hereby certify that this paper (along with any referred to as being attached or enclosed) is being band delivered to 
United States Patent and Trademark Office, Group I62f at Crystal Mall I , Arlington /Virginia. 



August 10. 1999 



Date of Deposit 



Name of Person Filing Paper 
Signature of Persdrf Filing Paper 
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Patent No. 
214/226 



further response and/or amendment that addresses the Examiner's comments regarding 
Davies' U.S Patent No. 5,399,586. 

Respectfully submitted, 
LYON & LYON UJ» 

Dated: August 1 0, 1 999 By ^^C^) Qf Jjjj »3 

Michael j. Wise rf^*-*'' 
Registration No. 34,<$7 

633 West Fifth Street, Suite 4700 
Los Angeles, California 90071-2066 
(213)489-1600 
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UNITED STATES DEPAR1 uiEJUT OF COMMERCE 
Patent and Trademark Office 

Addraa*: COMMJSStONER OF PATENTS AND TRADEMARKS 
Washington. D.C. 20231 



ATTORNEY pOCKETT NO. j 



SERIAL HUU&CH 



FBJNCQATE 1 



FIRST NAMED APPLICANT 



EXAMINER 



[ ART UNIT [ PAPER NUMBER 



DATE MAILED; 

EXAMINER INTERVIEW SUMMARY RECORD 



Ait participants (applicant, applicant's representative. PTO personnel): 



0) 



(2) 



(3). 



Data of Inlefvtew 

Type: D Telephonic ^Personal (copy Is given to □ applicant ^applicant's reprasontattva). 
Exhfcft shown or darnortttralJon conducted: □ Yes □ No. tf yes, brfel description; * 



Agreement □ was reached with respect to some or aft of foe claims In quesOon. □ wad not f eaehed. 
Claims discussed: . — «_ — 



(dertiiflcaUon of prior an dscuued:. 



Description of the general nature of what was agreed to K an agreement was reached, or any other comment*: 



(A fuller deacripikm. » necessary, and a copy of the amendments, \t available, which the examiner agreed would render tha claims allowable must be 
attached. Also, where no copy of the amendments which would render the clalma allowable h available, a summary thereof musl be attached.) 

D 1 . It te not necessary tor applicant to provide a separate record of the substance of (ha Interview. 

Unless the paragraph below has been checked to Indicate to the contrary, A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION IS NOT 
WAIVED AND MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW (e.g.. Kerns I" 7 on the reverse aide of this lorm). rf a response to the last Olfice 
action has already been Tiled, then applicant ts given one month from this Interview date to provide a statement of (he substance of the Interview. 

Q 2. Since the examiner's tnianrtew summary above (including any attachments) reflects a complete response to each of the object tons, rejections and 
requirements that may be present in the last Office action, and since the claims are now allowable. UHs completed lorm fs considered to fulfill the 
response requirements ol (he last Office action. Applicant ts not relieved from piovklin^sBparaie record of the aiibsiance of the fniervlew unless 
box 1 above Is also checked. 



PTOL-M3(R£V.2-M) 



ORIGINAL FOR INSERTION IN RIGHT HAND FLAP ( 




[ WRAPPER 
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